OCT-05-04 TUE 11:05 AM BOZICEVIC 



FAX NO. 650 327 3231 



P. 



Atty DkL No.: CLON-094 
USSN: 10/806,930 

REMARKS 

In view of the following remarks, the Examiner is requested to withdraw the 
rejections and allow Claims 1-10 and 17. as well as newly presented Claims 18-26, the 
only claims pending and currently under examination in this application. 

Claim 1 has been amended to remove the "optional" language. Newly presented 
Claim 18 finds support in originally presented Claims 1 and 2, and newly presented 
Claims 19-26 find support in originally presented Claims 3 to 10. As the above 
amendments introduce no new matter to the application, their entry by the Examiner is 
respectfully requested. 

It is noted that the above amendments have been made solely in order to 
expedite allowance of the present application, and should in no way be construed as an 
acquiescence by the Applicants with the Office with respect to any rejection appearing 
in the Office Action. The Applicants expressly reserve the right to pursue the claims of 
their original scope and format in a continuation application. 

Claims 1-10 and 17 have been rejected under 35 C/FR. § 112, second % In view 
of the above amendment to Claim 1 , this rejection may be withdrawn. 

Claims 1-10 and 17 have been rejected under 35 U.S.C. § 101 for assertedly 
reading on a product of nature because the claims do not recite the phrase "isolated 
and purified." Claim 1 recites in part: 

A nucleic acid encoding a polypeptide product comprising a 
first and second chromo/fluorescent domain..... 

As such, the claimed nucleic acids must encode proteins that have two distinct 
domains, where the domains are independently colored or fluorescent domains. Such 
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nucleic acids are "tandem" nucleic acids, where an illustration of such a nucleic acid is 
found in Figure 6A. The Applicants are not aware of this particular structure being a 
naturally occurring structure. Instead, naturally occurring chromo or fluorescent proteins 
have a single colored or fluorescent domain, Since the claims are not directed to nucleic 
acids that only have a single colored or fluorescent domain that arises from the 
interaction of two or more amino acid residues, but instead are directed to nucleic acids 
that include at least two distinct colored or fluorescent domains, the claims clearly do 
not read on a product of nature. As such, this rejection may be withdrawn. 

Next, Claims 1-10 and 17 have been rejected under 35 U.S.C. § 102(b) over 
Ward et aL, WO 01 ,32688. 

It is first noted that this reference was actually published on May 10, 2001 . It is 
only a reference as of its publication date since the application was filed prior to 
November 29, 2000. As the present application is entitled to its priority date of October 
12, 2001 , this reference only qualifies as a reference to this application under 35 U,S,C. 
§ 102(a). 

Turning now to the reference itself, in making this rejection the Examiner points 
to the following section at page 29; 

j 5 The GFP coding sequence can also be used as a reporter protein in 

rrans&cnic cells, or organisms. In u preferred embodiment of ilic invention, a flenithx 
CiFf* coding sequence is opcrably fu$crd lo the coding .sequence a proicm of 
interest* an appropriate promoter region And Termination region, and iransformcd 
>mo ti ccU- tu elite manner* tho localization of a proiciu of interest can 

20 daitfnntotd in vivo* using the fluorescent properties of the fused Girl* protein. 

Fusions of chit nnmre can localize proteins to specific structures of tho cell, such as 
the cyro skeleton, plasma mqnbraut?, nucleus, mitochondria, see rcrory pathway , and 
e«n zt\ao be used %o study T in viva, dynamic changes in the disirihuilon and/or 
turnover of proteins wfilriq ihe cell, or within an organism. Such fusion proteins 

3J5 can also be u.ved as. an indicator of prolein-prolein jnicmcrions: the interaction a 

OW f usion protein and a fusion protein comprised of a second fluorescein, protein, 
i.C* ;tnthozo?in lueiferasc, niay he delected by the resonance transfer of energy from 
one fluorescein molecule lO *he other. 
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The Ward disclosure is solely directed to a new fluorescent protein. As can be 
seen rn the above passage, when Ward discusses luciferase, it is solely in the context 
of using two physically distinct nucleic acids in a protein-protein, i.e., bait-prey, 
interaction assay. In this application, Ward teaches use of a first nucleic acid that 
encodes a first fusion protein of a bait domain fused to a single fluorescent protein 
domain, and a second nucleic acid that encodes a second fusion protein of a prey 
domain fused to a single luciferase protein. At no point does Ward teach a single 
nucleic acid that encodes a protein having two distinct colored or fluorescent domains, 
i.e., a first domain encoding a fluorescent protein and a second domain encoding a 
luciferase. 

Because Ward fails to teach a single nucleic acid that includes at least two 
distinct domains encoding distinct fluorescent or chromoproteins, Ward fails to 
anticipate the Claims 1-10 and 17 and this rejection may be withdrawn. 

Next, Claims 1-10 and 17 have been provisionally rejected under the judicially 
created doctrine of obviousness type double patenting as being unpatentable over 
Claims 1-12 and 19 of copending application serial no. 10/757,356. In making this 
rejection, the Examiner points to the section of the 10/757,356 application which 
teaches that "the proteins of interest are colored or fluorescent and this feature arises 
from the interaction of two or more residues of the protein." In response, it is respectfully 
submitted that the Examiner has incorrectly equated the term ''residue" in the copending 
application with "domain" in the claims of the present application. As pointed out above, 
the claims of the present application are directed to nucleic acids that include 
sequences that give rise to two distinct colored or fluorescent domains. This structure is 
not the same as two residues that give rise to a single colored or fluorescent domain. 
Accordingly, this provisional rejection may be withdrawn. 

Finally, Claims 1-10 and 17 have been provisionally rejected under the judicially 
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created doctrine of obviousness type double patenting as being unpatentable over 
Claims 1-24 and 30 of copending application serial no. 10/006,922. In making this 
rejection, the Examiner points to the section of the 10/006,922 application which 
teaches that "the proteins of interest are colored or fluorescent and this feature arises 
from the interaction of two or more residues of the protein." In response, it is respectfully 
submitted that the Examiner has incorrectly equated the term "residue" in the copending 
application with "domain" in the claims of the present application. As pointed out above, 
the claims of the present application are directed to nucleic acids that include 
sequences that give rise to two distinct colored or fluorescent domains. This structure is 
not the same as two residues that give rise to a single colored or fluorescent domain. 
Accordingly, this provisional rejection may be withdrawn. 
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CONCLUSION 



In view of the above remarks, this application is considered to be in good and 
proper form for allowance and the Examiner is respectfully requested to pass this 
application to issuance. 

The Commissioner is hereby authorized to charge any underpayment of fees 
associated with this communication, including any necessary fees for extensions of 
time, or credit any overpayment to Deposit Account No. 50-081 5. 



BOZICEVIC, FIELD & FRANCIS LLP 
1900 University Avenue. Suite 200 
East Palo Alto, CA 94303 
Telephone: (650) 327-3400 
Facsimile: (650) 327-3231 

F:\DOCUMENT\CLON\094\rosponse to office action of 8-24-Q4.DOC 



Respectfully submitted, 
BOZICEVIC, FIELD & FRANCIS LLP 



Date: October 4. 2004 




Bret E. Field 
Registration No. 37,620 



9 



10/10 * RCVDAT 1015/2004 2:01:20 PM [Eastern Daylight Time] * SVR:USPT0-EFXRF-1/1 ' DNIS:8729306 * CSID:650 327 3231 * DURATION (mm-ss):02-50 



